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DETAILED ACTION 

Status of the Claims 

Instant claims 1-8 are currently pending and are the subject of this office action. 

Priority 

Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. The earliest effective date afforded to the 
instant claims is January 20, 2004. 

Information Disclosure Statement 

The information disclosure statements (IDS) submitted on July 19, 2006 and 
September 12, 2006 were noted and the submission is in compliance with the 
provisions of 37 CFR 1 .97. Accordingly, the examiner has considered all references 
and/or information within the information disclosure statements that have been provided 
in English. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 8 provides for the use of the cosmetic according to any one of claims 1 to 
7, but, since the claim does not set forth any steps involved in the method/process, it is 
unclear what method/process applicant is intending to encompass. A claim is indefinite 
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where it merely recites a use without any active, positive steps delimiting how this use is 
actually practiced. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 8 is rejected under 35 U.S.C. 101 because the claimed recitation of a use, 
without setting forth any steps involved in the process, results in an improper definition 
of a process, i.e., results in a claim which is not a proper process claim under 35 
U.S.C. 101 . See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
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not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ruskin (U.S. Pat. 2,539,483, issued January 30, 1951) and Sugai et al. (U.S. Pat. 
6,063,366, issued May 16, 2000). 

The Ruskin reference is drawn to preparations of urea ascorbate (column 1, lines 
14-15) that have notably improved solubility and stability properties combined with metal 
salts, including sodium (column 2, lines 23-26). Such preparations are taught as being 
incorporated into ointments or cosmetics (column 6, lines 63-68). 

The Ruskin reference, while teaching the combination of L-ascorbic acid with 
urea and arginine and the inclusion of a metal salt, does not teach the specific use of L- 
ascorbic acid 2-phosphate sodium salt and does not teach the inclusion of a salt which 
produces an alkali metal ion in water. 

The Sugai et al. reference teaches the explicit use of L-ascorbic acid 2- 
phosphate sodium salt as an anti-melanogenic agent in a cosmetic composition (column 
4, lines 47 and 55-57). 

Regarding claim 1, Example 5 of the Ruskin reference teaches the combination 
of ascorbic acid with urea and arginine (see lines 3-14 of column 5). The Sugai et al. 
teaches the explicit use of L-ascorbic acid 2-phosphate sodium salt as an anti- 
melanogenic agent in a cosmetic composition (column 4, lines 47 and 55-57). Neither 
reference teaches the claimed mass ratio of components (A):(B). However, the Ruskin 



Application/Control Number: 10/586,630 Page 5 

Art Unit: 1611 

reference does teach the amount of urea and arginine (i.e. component B) as 6 grams 
urea and 17.4 grams arginine (see example 5) and furthermore teaches that the ratio of 
urea may be varied (see example 3, 1 .2 g urea used) while still achieving a result of 
increased stability. Furthermore, the Sugai et al. reference teaches that the weight 
percent of the anti-melanogenic agent [i.e., the L-ascorbic acid 2-phosphate, component 
(A)] may vary from 0.01% - 10% (column 5, line 40). Therefore, it would have been 
obvious to one having ordinary skill in the art at the time of the invention to look at the 
guidance provided by Ruskin and Sugai et al. and manipulate the concentration of the 
components in the formulation. One would have been motivated to do so during the 
routine optimization process depending on the desired properties of the final 
formulation. Furthermore, ranges and/or specific percentages arising from routine 
optimization are generally not inventive absent a showing of unexpected results from 
the claimed range and/or percentage. 

It would have been prima facie obvious to one having ordinary skill in the art at 
the time of the invention to be motivated to combine the teachings of the Ruskin 
reference with the L-ascorbic acid 2-phosphate sodium salt taught by the Sugai et al. 
reference because the Sugai et al. reference suggests that anti-melanogenic agents 
such as L-ascorbic acid 2-phosphate sodium salt can improve spots, freckles and a 
dark complexion caused by melanin pigment. This is especially advantageous to the 
instant invention because the instant invention is drawn to a cosmetic composition and 
users of such products desire an even skin tone. In addition, derivatives of L-ascorbic 
acid are also known to attribute the advantage of increased stability (as opposed to L- 
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ascorbic acid alone) of the composition to oxygen or heat (see column 1 , lines 28-31 of 
the Ohmori et al. reference). This is advantageous to the instant invention as it will 
consequently increase the shelf life of the product. 

Claims 2-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ruskin (U.S. Pat. 2,539,483, issued January 30, 1951) and Sugai et al. (U.S. Pat. 
6,063,366, issued May 16, 2000), as applied to claim 1 above, and further in view 
of Ohmori et al. (U.S. Pat. 6,388,098, published May 14, 2002). 

The Ruskin reference is drawn to preparations of urea ascorbate (column 1 , lines 
14-15) that have notably improved solubility and stability properties combined with metal 
salts, including sodium (column 2, lines 23-26). Such preparations are taught as being 
incorporated into ointments or cosmetics (column 6, lines 63-68). 

The Ruskin reference, while teaching the combination of L-ascorbic acid with 
urea and arginine and the inclusion of a metal salt, does not teach the specific use of L- 
ascorbic acid 2-phosphate sodium salt and does not teach the inclusion of a salt which 
produces an alkali metal ion in water. 

The Sugai et al. reference teaches the explicit use of L-ascorbic acid 2- 
phosphate sodium salt as an anti-melanogenic agent in a cosmetic composition (column 
4, lines 47 and 55-57). 

The Ohmori et al. reference is drawn to a process for preparing an ascorbic acid 
2-monophosphate salt in the presence of a magnesium ion (abstract). 

Regarding claim 2, the Ohmori et al. reference teaches the incorporation of 
component (C), namely a magnesium compound such as magnesium chloride that is 
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capable of supplying a magnesium (i.e. alkali metal) ion in water (see claims 3 and 5 of 
the reference). Neither reference teaches the claimed mass ratio of components 
(A):(C). However, the Sugai et al. reference teaches that the weight percent of the anti- 
melanogenic agent [i.e., the L-ascorbic acid 2-phosphate, component (A)] may vary 
from 0.01% - 10% (column 5, line 40) and the Ohmori et al. reference teaches that the 
amount of the magnesium ion may vary from 1 .1 to 2.0 mol (see column 5, lines 40-41 ). 
Therefore, it would have been obvious to one having ordinary skill in the art at the time 
of the invention to look to the guidance provided by Sugai et al. and Ohmori et al. and 
manipulate the concentration of (A):(C) in the formulation. One would have been 
motivated to do so during the routine optimization process depending on the desired 
properties of the final formulation. Furthermore, ranges and/or specific percentages 
arising from routine optimization are generally not inventive absent a showing of 
unexpected results from the claimed range and/or percentage. 

Regarding claim 3, the Sugai et al. reference teaches the sodium L-ascorbic acid 
phosphate (i.e., the anti-melanogenic agent) in an amount of 0.01 -1 0% (column 5, lines 
38-40). Where the prior art ranges overlap or encompass the claimed ranges, a prima 
facie case of obviousness exists (MPEP 2144.05). 

Regarding claim 4, the Ruskin reference teaches a combination of arginine and 
urea (see example 5 of the reference). 

It would have been prima facie obvious to one having ordinary skill in the art at 
the time of the invention to be motivated to combine the teachings of the Ruskin 
reference and the Sugai et al. reference with the magnesium salt of the Ohmori et al. 
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reference because the Ohmori et al. reference suggests that the magnesium ion will 
prevent the decomposition of L-ascorbic acid 2-monophosphate to L-ascorbic acid. 
This property is advantageous to the instant invention because L-ascorbic acid is less 
stable than the phosphate counterpart and if formed, would be subject to decomposition 
and could attribute negative properties such as odor to the product. 

Claims 5-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ruskin (U.S. Pat. 2,539,483, issued January 30, 1951), Sugai et al. (U.S. Pat. 
6,063,366) and Ohmori et al. (U.S. Pat. 6,388,098, published May 14, 2002), as 
applied to claims 1-4 above, and further in view of Candau et al. (U.S. Pat. 
5,629,004, issued May 13, 1997). 

The Ruskin reference is drawn to preparations of urea ascorbate (column 1 , lines 
14-15) that have notably improved solubility and stability properties combined with metal 
salts, including sodium (column 2, lines 23-26). Such preparations are taught as being 
incorporated into ointments or cosmetics (column 6, lines 63-68). 

The Sugai et al. reference teaches the explicit use of L-ascorbic acid 2- 
phosphate sodium salt as an anti-melanogenic agent in a cosmetic composition (column 
4, lines 47 and 55-57). 

The Ohmori et al. reference is drawn to a process for preparing an ascorbic acid 
2-monophosphate salt in the presence of a magnesium ion (abstract). 

The above references do not teach the specific use of potassium chloride or 
sodium chloride salt as component (C). 
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The Candau et al. reference is drawn to an emulsion containing stabilized 
ascorbic acid. 

Regarding claim 5, the incorporation of either sodium or potassium chloride is 
taught by the Candau et al. reference in column 4, lines 52-55. 

Regarding claim 6, the Ruskin reference teaches the use of the composition in 
cosmetics in column 6, lines 63-68. Example 5 of the Ruskin reference further teaches 
an aqueous cosmetic. 

Regarding claim 7, the Ohmori et al. reference teaches the preparation of an 
ascorbic acid phosphate salt at a pH of 7 or more (abstract). 

It would have been prima facie obvious to one having ordinary skill in the art to 
be motivated to combine the teachings of the Sugai et al., Ohmori et al., and Ruskin 
references with the sodium or potassium chloride taught by the Candau et al. reference 
because the Candau et al. reference suggests that the use of an electrolyte such as 
sodium or potassium chloride will further stabilize the product (column 4, lines 52-55). 
Increased stability is advantageous to the instant invention in that it will increase the 
shelf life of the product. 

In regards to the pH of the preparation, it would have been prima facie obvious to 
one having ordinary skill within the art to be motivated to adjust the pH to at least 7 
because the Ohmori et al. reference suggests that a pH of less than 7 will ultimately 
result in the decomposition of the ascorbic acid phosphate into ascorbic acid (column 5, 
lines 60-66). This is disadvantageous to the instant invention because ascorbic acid is 
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known in the art to be unstable (see column 1, lines 28-30 of the Ohmori et al. 
reference). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Yu et al., U.S. 2004/0033963, published February 19, 2004. The 
Yu et al. reference is drawn to a cosmetic composition comprising urea. 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TANIA ASH BY whose telephone number is (571)270- 
1348. The examiner can normally be reached on Monday through Friday, 7:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sharmila Landau can be reached on (571) 272-0614. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Tania Ashby/ 

Patent Examiner, Art Unit 1 61 1 



